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DETAILED ACTION 

1 . The following is a Non-Final Office Action in response to communications 
received October 1, 2008. Claims 1-4, 7, 14, 18 and 21 have been canceled. Claims 5- 
6, 8-9, 11-13, 15, 19-20 and 22 have been amended. Claims 26-28 have been added. 
Therefore, claims 5-6, 8-13, 15-17, 19-20 and 22-28 are pending and addressed below. 

Response to Amendment 
Claim Rejections - 35 USC §112 

2. In reference to Claim 12, applicant's amendments to the claims are sufficient to 
overcome the 35 USC 112, 1 st paragraph rejection. The examiner withdraws the 
rejection. 

In reference to Claim 5, applicant's amendments to the claims are sufficient to 
overcome the 35 USC 112, 2 nd paragraph rejection. The examiner withdraws the 
rejection. 

Claim Rejections - 35 USC §101 

3. In reference to Claim 12, applicant's amendments to the claims are sufficient to 
overcome the 35 USC 101 rejection. The examiner withdraws the rejection. 

Claim Rejections - 35 USC § 103 

4. In reference to Claims 5-11 and 13-24 applicants' amendments to the claims are 
sufficient to overcome the 35 USC 103 rejection of Webster in view of Official Notice. 
The examiner withdraws the rejection, see rejection below 

In reference to Claim 12 applicant's amendments to the claims are sufficient to 
overcome the 35 USC 103 rejection of Webster in view of Official Notice and further in 
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view of "Sales Tax Compliance Software" by CCH. The examiner withdraws the 
rejection, see rejection below. 

5. In reference to Claim 25 applicant's amendments to the claims are sufficient to 
overcome the 35 USC 1 03 rejection of Webster in view of Official Notice and further in 
view of Ferrier. The examiner withdraws the rejection, see rejection below. 

Response to Arguments 

6. In response to applicant's arguments with respect to the 35 USC 101 rejection for 
claims 5-25, the applicant's arguments were persuasive. The examiner withdraws the 
rejection. 

Applicant's arguments with respect to claims 5-25 have been considered but are 
moot in view of the new ground(s) of rejection. 

Claim Objections 

7. Claims 1 5-1 7 are objected to under 37 CFR 1 .75(c), as being of improper 
dependent form for failing to further limit the subject matter of a previous claim. 
Applicant is required to cancel the claim(s), or amend the claim(s) to place the claim(s) 
in proper dependent form, or rewrite the claim(s) in independent form. 

In reference to Claims 15, 16 and 17 : 

Claims 15-17 depend upon claim 13 which directed toward the statutory category 
of a system. However, claims 15-17 are directed toward non-functional data and do not 
further limit the structure or function of the system. Appropriate correction is required 
Claim Rejections - 35 USC § 103 
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8. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. Claims 5-6, 10-11 and 13 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over US Pub No. 2002/005591 1 A1 by Guerreri (Gue), and further in view 
of US Pub No. 2002/0026418 A1 by Koppel et al. (Kop). 

In reference to Claim 5 : 
Gue teaches: 

(Currently Amended) A method of making payment over the internet comprising: 

a. electronically crediting positive value from at least one ...into a first account to 
create a user account balance, wherein said first account is an individual user e-account 
with a third party institution ((Gue)FIG. 3; para 0024 lines 2-4, 11-16, para 0028 lines 1- 
5, para 0030) , and wherein said electronically crediting positive value is performed by a 
user online at any time without disclosing a user's confidential information ((Gue) FIG. 3; 
para 0024 lines 2-4, 11-16, para 0030) 

b. electronically debiting positive value from said first account in an amount less 
than or equal to said user account balance without disclosing a user's confidential 
information ((Gue) para 0030, para 0031, para 0033 lines 11-14, para 0037 lines 7-10, 
para 0037 lines 15-17), and... 

Gue does not explicitly teach: 
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...pre-paid smart card... c. electronically crediting at least a portion of said 
positive value to a second account without disclosing a user's confidential information 
Kop teaches: 

...pre-paid smart card ((Kop) para 0011, para 0018)... c. electronically crediting at 
least a portion of said positive value to a second account without disclosing a user's 
confidential information ((Kop) FIG. 9; para 0052, para 0053, para 0054). 

With respect to the "pre-paid smart card", both Gue and Kop are directed toward 
the buyers debit cards and electronic accounts set up in a third party account ((Kop) 
FIG. 1; para 0038 lines 5-18, (Gue) ((Gue) para 0030, para 0031, para 0033 lines 11- 
14, para 0037 lines 7-10, para 0037 lines 15-17) Kop teaches away from a "smart card" 
because merchants must have special equipment for such a card. Kop teaches an 
alternative by creating a pre-paid card by prepaying the issuer of the card. The motive 
of Kop is to create a card to protect the identity and information of the user. Gue 
teaches explicitly creating online accounts for each prepaid card ((Gue) para 0024 lines 
11-12) with the cards being purchased from a card issuer, organization or store ((Gue) 
para 0024 lines 12-15). Therefore, Gue is also teaching purchase of a prepaid card that 
does not require purchaser information to provide funds for e-accounts. Therefore, it 
would have been obvious to one of ordinary skill in the art at the time of the invention to 
substitute comparable pre-paid cards such as the pre-paid smart card, the anonymous 
prepaid card as taught by Kop with the store or organization card taught by Gue. 

With respect to the limitation, electronically crediting at least a portion of said 
positive value to a second account without disclosing a user's confidential information. 
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Both Gue and Kop are explicitly directed toward anonymity for the purchaser for on-line 
purchases. Gue teaches an e-account whose account is depleted ((Gue) para 0031), 
Gue teaches the motivation for electronic accounts that can be redeemed, cashed in or 
rolled into another account when an account is has too little value for purchases ((Kop) 
para 0052). Therefore, it would have been obvious to one of ordinary skill in the art at 
the time of the invention to combine the teachings of Gue with Kop in order to redeem 
accounts that have too little value for additional purchases. 
In reference to Claim 6 : 
The combination Gue and Kop teach: 

(Currently Amended) The payment method according to claim 5 (see rejection of 
claim 5 above) further comprising increasing said user account balance by electronically 
crediting said first account with additional positive value from at least one pre-paid smart 
card without disclosing a user' s confidential information ((Gue) para 0024 lines 3-16, 
para 0031 , (Gue) para 0053, para 0055 lines 5-10) 

Although, Gue teaches making deposits into the online account via credit card or 
bank account, Gue teaches setting up the account with a pre-paid card. Therefore, it 
would have been obvious to one of ordinary skill in the art at the time of the invention to 
simply substitute one element (prepaid) for another (credit card) to achieve predictable 
results. 

In reference to Claim 10 : 
The combination teaches: 
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(Previously Presented) The payment method according to claim 5 (see rejection 
of claim 5 above), wherein said positive value is an internet standard of value ((Gue) 
para 0031 lines 1-3, (Kop) para 0050, para 0051). 
In reference to Claim 1 1 : 
The combination teaches: 

(Currently Amended) The payment method according to claim 5 (see rejection of 
claim above), wherein said electronically debiting and electronically crediting are 
performed for purchasing ((Gue) para 0030 lines 5-9, (Kop) para 0039 lines 10-14, para 
0040 lines 1-2) e-stamps. 

Note: The mere recitation of merits and advantages of a use of a product without 
method steps directed toward an invention is non-functional descriptive subject matter 
In reference to Claim 13 : 
Gue teaches: 

(Currently Amended) An e-commerce payment system comprising: 
...b. a first account for electronically depositing at least a portion of said positive 
value from said at one pre-paid... card ((Gue) FIG. 3; para 0024 lines 11-16, para 0028 
lines 3-5), wherein said first account is a first individual user e-account hosted on a third 
party institution's server ((Gue) FIG. 1, FIG. 2, FIG. 3), and wherein said electronically 
depositing at least a portion of said positive value is performed by a user online at any 
time without disclosing a user's confidential information ((Gue) ) FIG. 1, FIG. 2, FIG. 3; 
para 0024 lines 2-4, 11-16, para 0030)... without disclosing a user's confidential 
information ((Gue) FIG. 1 , FIG. 2, FIG. 3; para 0024 lines 2-4, 11-16, para 0030) 
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Gue does not explicitly teach: 

...a. at least one pre-paid smart card comprising positive value, ... least one pre- 
paid smart card ... c. a second account for electronically depositing at least a portion of 
said positive value from said first account, wherein said second account is a merchant 
account or second individual user e-account on or linked to said third party institution's 
server 

Kop teaches: 

...a. at least one pre-paid smart card comprising positive value, ... least one pre- 
paid smart card ... ((Kop) FIG. 1, FIG. 2, FIG. 3, FIG. 4, FIG. 8, FIG. 10; para 0011, 
para 001 8). ..c. a second account for electronically depositing at least a portion of said 
positive value from said first account, wherein said second account is a merchant 
account or second individual user e-account on or linked to said third party institution's 
server without disclosing a user's confidential information ((Gue) FIG. 8, FIG. 9; para 
0051, para 0052 lines 1-3) 

With respect to the "pre-paid smart card", both Gue and Kop are directed toward 
the buyers debit cards and electronic accounts set up in a third party account ((Kop) 
FIG. 1; para 0038 lines 5-18, (Gue) ((Gue) para 0030, para 0031, para 0033 lines 11- 
14, para 0037 lines 7-10, para 0037 lines 15-17) Kop teaches away from a "smart card" 
because merchants must have special equipment for such a card. Kop teaches an 
alternative by creating a pre-paid card by prepaying the issuer of the card. The motive 
of Kop is to create a card to protect the identity and information of the user. Gue 
teaches explicitly creating online accounts for each prepaid card ((Gue) para 0024 lines 
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11-12) with the cards being purchased from a card issuer, organization or store ((Gue) 
para 0024 lines 12-15). Therefore, Gue is also teaching purchase of a prepaid card that 
does not require purchaser information to provide funds for e-accounts. Therefore, it 
would have been obvious to one of ordinary skill in the art at the time of the invention to 
substitute comparable pre-paid cards such as the pre-paid smart card, the anonymous 
prepaid card as taught by Kop with the store or organization card taught by Gue. 

With respect to the limitation, electronically crediting at least a portion of said 
positive value to a second account without disclosing a user's confidential information. 
Both Gue and Kop are explicitly directed toward anonymity for the purchaser for on-line 
purchases. Gue teaches an e-account whose account is depleted ((Gue) para 0031), 
Gue teaches the motivation for electronic accounts that can be redeemed, cashed in or 
rolled into another account when an account is has too little value for purchases ((Kop) 
para 0052). Therefore, it would have been obvious to one of ordinary skill in the art at 
the time of the invention to combine the teachings of Gue with Kop in order to redeem 
accounts that have too little value for additional purchases. 

10. Claims 8-9, 12, 15-17, 19 and 28 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over US Pub No. 2002/005591 1 A1 by Guerreri (Gue), and in view of US 
Pub No. 2002/0026418 A1 by Koppel et al. (Kop) as applied to claim 5 above with 
respect to claims 8-9 and 12, as applied to claim 13 above with respect to claims 15-17 
and 19, as applied to claims 5 and 6 with respect to claim 28, and further in view of 
Official notice. 
In reference to Claim 8 : 
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The combination, Gue and Kop, teaches: 

(Currently Amended) The payment method according to claim 5 (see rejection of 
claim 5 above), wherein said user's confidential information is personal or financial 
information. 

Official Notice is taken that it is old and well known the user's confidential 
information encompasses personal and financial information. Therefore, it would have 
been obvious to one of ordinary skill in the art at the time of the invention that the prior 
art when referring to user anonymity with respect to user information is referring to the 
users financial and personal information. 
In reference to Claim 9 : 

The combination Gue, Kop and Official Notice teach: 

(Currently Amended) The payment method according to claim 8, wherein said 
user's confidential information is bank account, credit card, birth date, or social security 
number information 

Official Notice is taken that it is old and well known the user's confidential 
information encompasses bank account information, credit card information, birth dates 
and social security numbers. Therefore, it would have been obvious to one of ordinary 
skill in the art at the time of the invention that the prior art when referring to user 
anonymity with respect to user information is referring to the users to details of the 
users financial and personal information. 
In reference to Claim 12 : 
The combination Gue and Kop teach: 
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(Currently Amended) The payment method according to claim 5 (see rejection of 
claim above), wherein said at least a portion of said positive value includes an amount 
for taxes 

Official Notice is taken that it is old and well known for transaction payment to be 
sufficient to provide funds for the goods and for the taxes required on those goods. 
Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention for the combination to include the tax payments required in the payment of the 
goods. 

In reference to Claim 15 : 

The system of Claim 15 corresponds to the method of Claim 8, therefore, system 
of Claim 15 has been analyzed and rejected as per previously discussed with respect to 
Claim 8. 

In reference to Claim 16 : 

The system of Claim 16 corresponds to the method of Claim 9, therefore, system 
of Claim 16 has been analyzed and rejected as per previously discussed with respect to 
Claim 9. 

In reference to Claim 17 : 

The system of Claim 17 corresponds to the method of Claim 10, therefore, 
system of Claim 17 has been analyzed and rejected as per previously discussed with 
respect to Claim 10. 
In reference to Claim 19 : 
The combination Gue and Kop teach: 
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(Currently Amended) The e-commerce payment system according to claim 13 
(see rejection of claim 13 above), wherein said merchant account or second individual 
user e-account is linked to said third party institution's server to electronically record 
debit and credit transactions between users and merchants (( Gue) para 0031 ; (Kop) 
FIG. 6; para 0043 lines 10-15, para 0055 lines 7-12, para 0056)... 
The combination does not teach explicitly: 

...in real time 

Official Notice is taken the recording of transaction with respect to crediting or 
debiting an account is old and well known. The combination teaches explicitly of 
recording, tracking and recharging or transferring balances based upon funds in 
accounts. Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention to use the old well known technique of tracking balances in real 
time. 

In reference to Claim 28 : 

The method of Claim 28 corresponds to the method of Claim 8, therefore, the 
method of Claim 28 has been analyzed and rejected as per previously discussed with 
respect to Claim 8 

1 1 . Claims 20 and 26 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over US Pub No. 2002/005591 1 A1 by Guerreri (Gue), and in view of US Pub No. 
2002/0026418 A1 by Koppel et al. (Kop) and further in view of US Pub No. 
2004/0002918 A1 by McCarthy et al. (Mc). 
In reference to Claim 20 : 
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The method of Claim 20 corresponds to the method of Claim 5, therefore, the 
method of Claim 20 has been analyzed and rejected as per previously discussed with 
respect to Claim 5. The feature in claim 20 that is separate from claim 5 is: 

d. electronically crediting a merchant or a second user e-account with said value 
debited without disclosing a user's confidential information 
The combination Gue and Kop do not teach explicitly: 

d. electronically crediting a merchant or a second user e-account with said value 
debited... 
Mc teaches: 

d. electronically crediting a merchant or a second user e-account with said value 
debited... ((Mc) FIG. 4 para 0070). 

Mc teaches the typical mode of payment and depositing funds into the merchant 
account after ensuring goods have been delivered before depositing funds into the 
merchants account. As both the combination and Mc are explicitly directed toward 
transactions in e-commerce (online), it would have been obvious to one of ordinary skill 
in the art at the time of the invention to apply a known technique to a known method 
ready for improvement to yield predictable results. 
In reference to Claim 26 : 
The combination Gue, Kop and Mc teach: 

(New) The payment method according to claim 20 (see rejection of claim 20 
above) further comprising establishing a merchant e-account with a third party institution 
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((Mc) FIG. 4 para 0070; wherein the combination via Mc teaches the bank charges the 
account of the buyer and credits them to the merchant). 

12. Claims 22-25 and 27 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over US Pub No. 2002/005591 1 A1 by Guerreri (Gue), in view of US Pub No. 
2002/0026418 A1 by Koppel et al. (Kop) and in view of US Pub No. 2004/0002918 A1 
by McCarthy et al. (Mc), as applied to claim 20 above, and further in view of Official 
Notice. 

In reference to Claim 22 : 

The method of Claim 22 corresponds to the method of Claim 8, therefore, the 
method of Claim 22 has been analyzed and rejected as per previously discussed with 
respect to Claim 8. 
In reference to Claim 23 : 

The method of Claim 23 corresponds to the method of Claim 9, therefore, the 
method of Claim 23 has been analyzed and rejected as per previously discussed with 
respect to Claim 9. 
In reference to Claim 24 : 

The method of Claim 24 corresponds to the method of Claim 10, therefore, the 
method of Claim 24 has been analyzed and rejected as per previously discussed with 
respect to Claim 10 
In reference to Claim 25 : 
The combination teaches: 
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(Previously Presented) The payment method according to claim 20 (see rejection 
of claim 20 above), wherein a user accesses said e-account by log in through a 
merchant website using an e-mail address as a user name, a personal identification 
number ((Kop) para 0058, and a password ((Gue) para 0030, (Kop) para 0039). 

Although the combination does not teach an email address as a user id, Official 
Notice is taken that it is well known in the art for sites to require user ID's and that email 
addresses are commonly used in that capacity. As the combination teach other forms 
of authorization and identification without disclosing information on the user it would 
have been obvious to one of ordinary skill in the art at the time of the invention to 
include a user id. 
In reference to Claim 27 : 

(New) The payment method according to claim 26 (see rejection of claim 26 
above), wherein a registered merchant electronically accesses said merchant e-account 
by log in through a third party institution's website using an e-mail address as a user 
name, a personal identification number, ((Kop) para 0058, and a password ((Gue) para 
0030, (Kop) para 0039). 

With respect to the merchant accessing the merchant account by logging into a 
third party institution website. The teachings of the combination explicitly teach the user 
logging into the users account. The feature in claim 27 is a nonfunctional descriptive 
nomenclature "merchant", the simple renaming of accounts does not require change in 
the method nor cause a change in the result. 
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Although the combination does not teach an email address as a user id, Official 
Notice is taken that it is well known in the art for sites to require user ID's and that email 
addresses are commonly used in that capacity. As the combination teach other forms 
of authorization and identification without disclosing information on the user it would 
have been obvious to one of ordinary skill in the art at the time of the invention to 
include a user id. 

Conclusion 

1 3. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. US Patent No. 7,249,054 B2 by Keil is cited for teaching debit 
account transactions. US Pub No. 2001/0027439 A1 by Holtzman et al. is cited for 
being directed toward pre-paid smart cards used for transactions. US Patent No. 
5,825,003 by Jennings et al. is cited for teaching transferring funds between accounts 
using a holding account. US Pub No. 2003/0212642 A1 by Weller et al. is cited for 
teaching online authentication methods and systems. US Pub No. 2002/0128977 A1 by 
Nambiar et al. is cited for teaching micro-chip online transactions. US Pub No. 
2003/0205709 A1 by Orlando is cited for teaching internet immediate payment 
processing. US Patent No. 7,415,442 b1 by Battaaglini et al. is cited for teaching 
integrated money transfer system. 

14. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MARY GREGG whose telephone number is (571)270- 
5050. The examiner can normally be reached on 4/10. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Trammell can be reached on 5712726712. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
1 5. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/M. G.I 

Examiner, Art Unit 3694 
/Mary Cheung/ 

Primary Examiner, Art Unit 3694 



